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DETAILED ACTION 

Continued Examination Under 37 CFR LI 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 . 1 7(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 3/13/2006 has been entered. 

2. The amendment filed 3/13/2006 includes non-comphant markings in claims 5-8. Note 
that double-bracketing indicates deletion and not insertion of claim language. To insert language 
into a claim, underlining is required. Appropriate correction is required. 

3. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior office action. 

4. All outstanding rejections, unless given below, are withdrawn in light of applicant's 
amendment filed 3/13/2006. 

Specification 

5. The disclosure is objected to because of the following informalities: on page 8, "Formula 
W should be read as "Formula IV" since it is the fourth formula. 

Appropriate correction is required. 



Claim Objections 
6. Claim 1 is objected to because of the following reasons: 
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- In line 5, the word "prepare" should be replaced with "prepared." 

- In line 29, "a anionic ligand" should be replaced with "an anionic ligand." 

- In line 30, the term "they" should read as "it" since there is only one Hgand. 
Appropriate correction is required. 



Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 1-9 are rejected under 35 U.S.C, 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

With respect to claim 1, the phrase "such as" in line 17 and the 4^ to last line of the claim 
renders the claim indefinite because it is unclear whether the limitations following the phrase are 
part of the claimed invention. See MPEP § 2173.05(d). 

With respect to claims 2-9, they are rejected for being dependent on a rejected claim. 



Double Patenting 

Five obviousness-type double patenting rejections are set forth below. 
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Double Patenting, I 

8. Claims 1-9 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 12-14, 16, and 7 of 
copending Application No. 10/728,029. 

The discussion in paragraph 13 of Office action mailed 9/14/2005 is incorporated here by 
reference. 

While US '029 does not claim a polymer composite comprising a nitrile rubber prepared 
with a metathesis catalyst, the presently claimed metathesis catalyst are taught on page 5, line 10 
to page 8, line 4 of US '029's specification. Case law holds that those portions of the 
specification which provide support for the patent claims may also be examined and considered 
when addressing the issue of whether a claim in an application defines an obvious variation of an 
invention claimed in the patent. In re Vogel, 422 F.2d 438, 164 USPQ 619,622 (CCPA 1970). 

Applicant's statement on page 1 1 of the amendment filed 3/13/2006 regarding the 
provisional obviousness-type double patenting rejection is acknowledged. If this double- 
patenting rejection is the only rejection remaining in this application and if there is a provisional 
obviousness-type double patenting rejection in the later-filed copending application, per USPTO 
practice, the examiner will withdraw the rejection: - 

Double Patenting, II 

9. Claims 1-9 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-7 of copending 
Application No. 10/684,601. 
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The rejection is adequately set forth in paragraph 14 of Office action mailed 9/14/2005 
and is incorporated here by reference. 

Applicant's statement on page 12 of the amendment filed 3/13/2006 regarding the 
provisional obviousness-type double patenting rejection is acknowledged. If this double- 
patenting rejection is the only rejection remaining in this application and if there is a provisional 
obviousness-type double patenting rejection in the later-filed copending application, per USPTO 
practice, the examiner will withdraw the rejection. 

Double Patenting, III 

10. Claims 1-3 and 5 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 2 of U.S. Patent No. 6,780,939 alone or in view of 
Oyama et al (US 5,651,995). Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the following reasons. 

US '939 claims a shaped article of a composition comprising a hydrogenated nitrile 
rubber having a Mooney viscosity of 3-50 and a polydispersity index of less than 2.5 

US '939 does not claim that the nitrile rubber is prepared by the presently claimed 
metathesis catalysts, however, note col. 4, line 23 to col. 5, line 59 where US '939 teaches the 
use of metathesis to obtain the hydrogenated nitrile rubber. Case law holds that those portions of 
the specification which provide support for the patent claims may also be examined and 
considered when addressing the issue of whether a claim in an application defines an obvious 
variation of an invention claimed in the patent. In re Vogel, 422 F.2d 438, 164 USPQ 619,622 
(CCPA 1970). 
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While '939 does not disclose a filler, given that it is used in shaped articles which 
conventionally utilize a filler, it would have been obvious to one of ordinary skill in the art to 
add a filler to the composition of US *939. Evidence to support the examiner's position is found 
in Oyama et al which discloses gaskets, seals, belts, etc (col. 33, lines 16-38) and teaches the use 
of fillers in such articles (col. 13, lines 47-53). 

1 1 . Claims 1 -3 and 5 are directed to an invention not patentably distinct from claim 2 of 
commonly assigned U.S. Patent No. 6,780,939. Specifically, see the discussion set forth in 
paragraph 10 above. 

The U.S. Patent and Trademark Office normally will not institute an interference between 
applications or a patent and an apphcation of common ownership (see MPEP Chapter 2300). 
Commonly assigned U.S. Patent No. 6,780,939, discussed above, would form the basis for a 
rejection of the noted claims under 35 U.S.C. 103(a) if the commonly assigned case qualifies as 
prior art under 35 U.S.C. 102(e), (f) or (g) and the conflicting inventions were not commonly 
owned at the time the invention in this apphcation was made. In order for the examiner to 
resolve this issue, the assignee can, under 35 U.S.C. 103(c) and 37 CFR 1.78(c), either show that 
the conflicting inventions were commonly owned at the time the invention in this apphcation 
was made, or name the prior inventor of the conflicting subject matter. 

A showing that the inventions were commonly owned at the time the invention in this 
application was made will preclude a rejection under 35 U.S.C. 103(a) based upon the commonly 
assigned case as a reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 102(e) for applications 
pending on or after December 10, 2004. 
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12. Claims 1-3 and 5 are rejected under 35 U.S.C. 103(a) as being obvious over U.S. Patent 
No. 6,780,939 in view of Oyama et al (US 5,65 1,995). See the discussion set forth in paragraph 
10 above. 

The appHed reference has a common inventor with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art only under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not an invention "by another"; (2) a showing of a date of 
invention for the claimed subject matter of the application which corresponds to subject matter 
disclosed but not claimed in the reference, prior to the effective U.S. filing date of the reference 
under 37 CFR 1 . 1 3 1 ; or (3) an oath or declaration under 37 CFR 1.130 stating that the 
application and reference are currently owned by the same party and that the inventor named in 
the application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer in 
accordance with 37 CFR 1 .321(c). This rejection might also be overcome by showing that the 
reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 35 U.S.C. 
103(a). See MPEP § 706.02(1)(1) and § 706.02(1)(2). 

Double Patenting, IV 

13. Claims 1-3 and 5-9 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-3, 6-8, 10, 11, and 13 of copending 
Application No. 10/685,232 (published as US 2004/0127647) alone or in view of Oyama et al 
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(US 5,651,995). Although the conflicting claims are not identical, they are not patentably 
distinct from each other because of the reasons given below. 

US appl. '232 claims a polymer blend comprising a nitrile rubber polymer having a 
Mooney viscosity below 10 and a process of making a shaped article by injection molding. 

While US appl. '232 does not claim the polydispersity of the nitrile rubber or that the 
nitrile rubber is preparped with specific metathesis catalysts; see page 6, lines 13-17 where US 
appl. '232 discloses a polydispersity of less than 3 and page 7, line 1 to page 9, line 19 for the 
preferred metathesis catalysts of its invention. Case law holds that those portions of the 
specification which provide support for the patent claims may also be examined and considered 
when addressing the issue of whether a claim in an application defines an obvious variation of an 
invention claimed in the patent. In re Vogel, 422 F.2d 438, 164 USPQ 619,622 (CCPA 1970). 

Regarding the addition of fillers, note page 14, line 9 to page 16, line 8 for fillers used in 
US appl. '232's blend. Alternatively, given that the blend of US appl. '232 is used in shaped 
articles which conventionally utilize a filler, it would have been obvious to one of ordinary skill 
in the art to add a filler to the composition of US '939. Evidence to support the examiner's 
position is found in Oyama et al which discloses gaskets, seals, belts, etc (col. 33, lines 16-38) 
and teaches the use of fillers in such articles (col. 13, lines 47-53). 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 
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14. Claims 1-3 and 5-9 .are directed to an invention not patentably distinct from claims 1-3, 
6-8, 10, 1 1, and 13 of commonly assigned copending Application No. 10/685,232 (published as 
US 2004/0127647). Specifically, see the discussion set forth in paragraph 13 above. 

The U.S. Patent and Trademark Office normally will not institute an interference between 
applications or a patent and an application of common ownership (see MPEP Chapter 2300). 
Commonly assigned copending Application No. 10/685,232 (pubUshed as US 2004/0127647), 
discussed above, would form the basis for a rejection of the noted claims under 35 U.S.C. 103(a) 
if the commonly assigned case quaUfies as prior art under 35 U.S.C. 102(e), (f) or (g) and the 
conflicting inventions were not commonly owned at the time the invention in this application 
was made. In order for the examiner to resolve this issue, the assignee can, under 35 U.S.C. 
103(c) and 37 CFR 1.78(c), either show that the conflicting inventions were commonly owned at 
the time the invention in this application was made, or name the prior inventor of the conflicting 
subject matter. 

A showing that the inventions were commonly owned at the time the invention in this 
application was made will preclude a rejection under 35 U.S.C. 103(a) based upon the commonly 
assigned case as a reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 102(e) for applications 
pending on or after December 10, 2004. 

Double Patenting, V 

15. Claims 1-5 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-5 of copending Application No. 
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10/726,379 (published as US 2004/0132906). Although the conflicting claims are not identical, 
they are not patentably distinct from each other because of the reasons given below, 

US appl. '379 claims a composition comprising a nitrile rubber having a Mooney 
viscosity below 30, optionally at least one filler, optionally at least one cross-linking agent, and a 
curing system. 

While appl. '379 does not claim the polydispersity of the nitrile polymer or that the nitrile 
rubber is preparped with specific metathesis catalysts; see page 6, lines 1-6 where US appl. '232 
discloses a polydispersity of less than 3 and page 6, line 16 to page 9, line 8 for the preferred 
metathesis catalysts of its invention. Case law holds that those portions of the specification 
which provide support for the patent claims may also be examined and considered when 
addressing the issue of whether a claim in an application defines an obvious variation of an 
invention claimed in the patent. In re Vogel, 422 F.2d 438, 164 USPQ 619,622 (CCPA 1970). 

Given that US appl. '379 teaches polydispersity and metathesis catalysts hke presently 
claimed, it would have been obvious to one of ordinary skill in the art to obtain the present 
invention. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

16. Claims 1-5 are directed to an invention not patentably distinct from claims 1-5 of 
commonly assigned copending Application No. 10/726,379 (published as US 2004/0132906). 
Specifically, see the discussion set forth in paragraph 15 above. 
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The U.S. Patent and Trademark Office normally will not institute an interference between 
applications or a patent and an application of common ownership (see MPEP Chapter 2300). 
Commonly assigned copending Application No. 10/726,379 (published as US 2004/0132906), 
discussed above, would form the basis for a rejection of the noted claims under 35 U.S.C. 103(a) 
if the commonly assigned case qualifies as prior art under 35 U.S.C. 102(e), (f) or (g) and the 
conflicting inventions were not commonly owned at the time the invention in this application 
was made. In order for the examiner to resolve this issue, the assignee can, under 35 U.S.C. 
103(c) and 37 CFR 1.78(c), either show that the conflicting inventions were commonly owned at 
the time the invention in this application was made, or name the prior inventor of the conflicting 
subject matter. 

A showing that the inventions were commonly owned at the time the invention in this 
application was made will preclude a rejection under 35 U.S.C. 103(a) based upon the commonly 
assigned case as a reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 102(e) for appUcations 
pending on or after December 10, 2004. 

Conclusion 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vickey Ronesi whose telephone number is (571) 272-2701. The 
examiner can normally be reached on Monday - Friday, 8:30 a.m. - 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



5/22/2006 



Vickey Ronesi 





